Fast Track possibilities

Rule 239/2019

Pharmaceutical product or process or equipments related
to cancer, HIV, neglected diseases or rare diseases

Patent Administrative
Coordination (CADPAT)
Sheila Gehrt
Patent Clearence and
Organization Division (DISAP)
Ricardo Motti
Preliminary Formal Examination
and Publication Service (SEPEN)
Gabriela Mota Ribeiro
Ownership and Change of Name
Recording Service (SANOT)
Ailton Santana
Annuity Payment Service
Rodrigo Pontes

priority 5.4.2 Rule 239/2019

Request for i"'°
examination Applications claiming BR priority and also filed abroad
NO

i Rule 239/2019

Eligible for Applications filed by a BR sole trader or a BR small-sized
Fast-Track? company, as defined by Supplementary Statute #123

and IT Dissemination (CEPIT)
Alexandre Ciancio
Projects and Studies
Division (DIESP)
Cristina Santos
Patent Expedition Service
Oscar Bueno
Flavia Romano Villa Verde
Computer Program and IC
Topography (DIPTO)
Helmar Alvares

General Coordination for Studies
Patentary Documents Division

Rule 218/2018

5.4.5
PPH-Applications claming BR or US priority in the field of IT and oil and gas

PPH - Applications claiming BR or JP priority in the field of IT, materials
and metallurgy, agrochemicals, polymers, microorganisms and enzymes

General Coordination for Appeal and
Administrative Nullity Proceedings
Gerson Corréa

Coordination PCT
Catia Gentil da Silva
International
Division for PCT
Gisela Nogueira

Reception Section
Marcia Timotheo Da Costa
Marcia Leal

PPH - Applications claiming BR or EP priority in the fields of chemistry
and Medical technology, except for drug-related applications

Ricardo Lorio
Rodrigo Danieli

Rule 209/2018

PPH - Applications claiming BR or CN priority in the fields of
IT, packaging, chemistry and measurement technologies

Presidency
Claudio Vilar Furtado
Patent Directory
Liane Elizabeth C. Lage
Coordination IV
Carlos Hage
Patent Division XVI -
Utility Models (DIMUT)
Adriana Briggs de Aguiar
Patent Division XVII -
Metallurgy and Materials (DIMAT)
Patent Division XVIII -
Patent Division XIX -
Packaging Technology (DITEM)
Viviane Gomes Almeida
Patent Division XX -
Human Necessitie (DINEC)
Liliane Velozo

Rule 223/2018

PPH - Applications claiming BR or DK priority in the fields
of engineering, lighting, heating, weapons and explosives

: Licks

ATTORNEYS

Rule 222/2018

. PPH - Applications claiming BR or GB priority in the fields
Substantive of biotech and IT, except for drug related applications
Patent
Examination

Coordination Ill
Vagner Latsch
Elias Laurence
Patent Division XII -
Bernardo Seelig
Patent Division XIII -
Civil Engineering (DICIV)
Debora Shimba Carneiro
Patent Division XIV -
Telecommunication (DITEL)
Catia Valdman

Patent Division XI -
Physics and Eletri

Computer and Eletronics (DICEL)

Rule 239/2019

0Oil and Chemical Engineering (DIPEQ)
José Neto

Can be requested By applicant:
+ When applicant is 60 years old or older;
+ When applicant suffers from functional or mental disabilities or other severe
diseases;
« In order to obtain funds or credits from Brazilian fostering or credit agencies;
« When third parties are using or working the subject-matter of a pending
patent application (“infringement”).

Special Matters
Suely Mary Fernandes Valverde
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By Third-parties:
« Applications dealing with subject matter declared relevant for national
emergency or public interest;
« Applications claiming the same subject matter of third-party's patent or
application;
+ When using, exploring or working the subject matter of a pending patent
application;
+ When accused by the applicant of reproducing the patent application object
without authorization.

Coordination Il
Lucia Mendonga
Sergio Bernardo
Daniel Golodne
Patent Division X -
Agrochemicals (DIPAQ)
Romi Lamb Machado

Patent Division VIII -
Patent Division IX -
Molecular Biology (DIMOL)

Victor Genu de Faria
Biochemistry

Claudia Santos Magioli
Patent Division VII -
Food and Plants (DIALP)

Patent Division VI -
Agriculture and Engineering (DIPAE)

Patent Prosecution Workflow in Brazil

Abbreviated Organizational Chart of the Brazilian
Rio de Janeiro - Sao Paulo - Brasilia - Tokyo Patent and Trademark Offlce

www.lickslegal.com info@lickslegal.com japan@lickslegal.com

ATTORNEYS

Rule 239/2019

Green Patents - applications related to eco-friendly a

Coordination |
Flavia Trigueiro
Patent Division | -
Textiles (DITEX)
Simone Carvalho Rufino
Pharmaceutical | (DIFAR )
Alexandre Godinho
Patent Division Il -
Pharmaceutical Il (DIFAR 1)
Nubia Gabriela B. Chedid
Patent Division IV -
Inorganic Chemistry (DINOR)
Gilson da Silva
Marco Antonio S. Aguiar

Current as of September, 2019




PCT - Patent Cooperation Treaty
PC - Paris Convention

Filing and numbering of patent application

4 L BRPTO Filing Requi t
30 days : Office action requesting I I n g e q u I re m e n s

Licks

Application no | Wasthe of'flce act|on

‘7

<

ATTORNEYS not accepted ;Esﬁ compliance with Art. 19 .
rt. 216
- i @ Art. 75 ) ) .
P f Att . e .
— : oueroAtomey ) codns terestina national V. PTO fowards the application to the agency in If the following documents are not provided upon filing and
2.7 For PCTs, BR application no| Application comply with Art. 19 > with pow ccev from the first act? e charge of analyzing the existence of national if indi d oth i h b bmitted bel
l or PCTs, BR app 0 . summons) submitted? | defensearea(onlyBR |———> g yzing - IT not Indicated otherwise, they must be submitted as per terms below,
Appea ¢ 60 days withdrawn (for PCTs, with Art. 5 and 6 vEs \_ ‘ originated applications)? security issues related to the technology .. . .
Patent of the Rule 77) and Art. 2167 — . calculated from the filing date in Brazil.
. NO
) < YES i eendaie Art. 261942 Abandoned, with
Offi ti ti rt.5an .
° ice action requesting Abandoned, with no pc | pcT A i e BR APPLICATION
rosec u I o n compliance with Art. 5 . *
L 2.8 pys— chance to revive DOCUMENT PCT NATIONAL PHASE
imdays (UNDER PARIS CONVENTION)
k fI "o YES iso days 4 PCT "o PRE)
. Appeal Art. 16 ) o 0 o
Wo r OW no| Wasthe ?ff(ijce i;t;on s 1 i - A2 g ( T Specification in 30 days from BRPTO 60 days
complied with? Y .. . .
§ p 5 - Art. 20 o — te/;r:. 31 " pm'of of P’;°"f't¥ ahI:d - S Portuguese Office Action
» H H K . o . . .
; Application formally accepted by the BRPTO = ) i3] assignment of rights Loss of priority priority rights T —
NO
. 4.4 — . < \ i i i ili
Notice of allowance, Early publication AR “— AR - J 0 Art . T Claims in Portuguese upon filing Must be submitted upon filing
. Art. 29 N Art. 30 YES
grant or issuances No 8 Art. 3091 ¢ Loss of priority  gluad ves | 3'4
ntermediate stens s p SHEEE Appeal ((_pecepted? : 30 days from BRPTO
p T N Third-party submission 4 v Art. 30 J AbStraCt n Portuguese q q 60 days
5.7 rt. 212 from publication up to the 18 months from Ofﬁce ACl'Ion
band Appeal SECEECCUUEEEULUENN pyblication of the Application == ggphgetsif;e”gfnttf;e Art. 33 Art.3942
Abandonment ast chance to broaden the
or nU“lt Ew’tj(?u Wplotcz)twr)r:%\;\\::wm Art.32 Abandoned! with Abandoned, with no 30 days from BRPTO
y 5° days chance to revive chance to revive Drawings in Portuguese . . 60 days
. . i Request for substantive Office Action
Attention required pYs— Request for Fast Track vptosemonths | patent examination? l“ days
Request denied % — examination % % % % K 1 from filing date Art.33 | , d
i N Not replie 60 days
S YES YE! y
) Was the reinstatement
Main steps L 6 f i Art. 229-C ( requested? Certified fth
» Priority patent - I ’ ertiried copy o ® i i )
L Prioritypater Pharmaceutical Replied l s no i 180 days If the copy is available at the WIPO’s
i 4 product or process? 6.10 pI"IOI'Ity document database, a simple copy will fulfill
Post-grant review e BR National Gazette [akisid¥  Appeal ’ pie copy

publishes non
prior approval

examination this requirement

YES
Confidential Step - Information i
Exchanged between the VES

6.11 NO .
" o 6.2 : ? Translation of the
BRFDA ond Appli componenFs of the Braz.l!lan genetic heritage BRFDA prior approval YES - = Accepted? .. ” o 180 days 60 days
and Applicant Was the acess authorization or associated to traditional knowledge? \ BR National Gazette priority flllng certificate

7 T d  publishes prior approval
Art.2
Substantive patent examination 5 . f
¢ L BRFDA receives application for prior Translation of the 180 days** 60 days**

Are there elements that could be chance to revive | VES

> NO
( 4 YES R l Art. 5
: 6'3 BRFDA opinion JR
NO
l Abandoned, with no . Accepted?

or negative declaration

f filed? YES t
Federal Statute S — ) ! g
- - approval analysis under Art. 229-C riority document

and BRPTO Rules oo AL AL
. Articles of Statute 9279/96 Office action /}A\I(lt\.llz;kls file third-party submissions for applicati onsidered as of interest . . i
. Articles Of Rule 77/2013 requesting documents to the dmgypoliciesran% phyasrmacesut?crz]aslal;siasffnce ofophsecPubliceHeealat;carg System (SUS) A'[))Z;T(vt:dtzngl:::;lgn ASSIgnment document 180 days 60 days
@ Articles of RDC 168/2017

. . POA 60 days 60 days
@ Normative Instruction 01/2017 Application is prosecuted y y
@ Articles of Rule 179/2017 Abandoned, with under seal

“_~

chance to revive
*Deadline to Enter the Brazilian National Phase: Despite important modifications made into the PCT Treaty

BRPTO publishes appeal in 1984 and 2001, Brazilian Executive Order #81,742 - the Executive Order enacting the PCT - has never been
Appeal to the notification so interested amended. Under said Executive Order, applicant has a 20-month term from the priority date to enter the
President of the PTO pa'::;::nstzbm't national phase. In addition, if applicant filed a demand for an international preliminary examination within 19
months from the priority date (Chapter | of the PCT), the national phase entry deadline is extended to 25
? 60 days
Art. 37

For further information
on the term for entering the national Office action
phase in Brazil, please contact us o 90 days |
at patents@lickslegal.com. 3 a s

Comply with requirements or/and
counter argument negative technical opinion

Replied Y f l
y Art. 36

60 daysi 7.1
Art. q1
rt.36 9 l 7.4
Not replied
7.3 i

Accepted Abandoned, with no

! PARTIALLY 7.9 NO 14
YES chance to revive Accepted? 4
v Art. 37
(A /

Art. 212

Art. 212 VES

Annual maintenance fees are due i :
] Abandoned, W"fh no Accepted7 )
from the third year on. chance to revive

Art. 36 92 f Art. 36 92 1

Comply with requirements or/and Not replied
counter argument negative technical opinion L

5°"a‘"l months (Article 39). On that account, although the BRPTO currently accepts entries within 30 months from the
Art. 213

7.10 priority filing date, we recommend our clients to file their applications within the 20-month term established in
Final office action Counterarguments by h .
(rejection) interested parties the Executive Order #81,742.

Art. 38

For further information on
Article 32, please contact us at

patents@lickslegal.com. Patent | NOT ACCEPTED
upheld

Art. 54

Decision on
post-grant
review

Nullity of
the Patent

ACCEPTED

J YES

Notice of
allowance

P N

PARTIALLY

For further information see ACCEPTED **Priority translation remarks: According to section 16, 92 of the Brazilian IP Statute and the current
Fast Track possibilities chart J’ interpretation of the statute sustained by the Brazilian PTO, the priority document must be accompanied by
Patent Art.38 91 L = SR a simple translation of the filing certificate or equivalent document containing data identifying the

60 days YES

Rejection
reaffirmed

Abandoned, with no
chance to revive

Any office
action?

upheld in an
ammended
form

application. However, according to 95 of §16 of the Brazilian IP Statute, when a source document contains
the Brazilian-filed application in its entirety, “a declaration made by applicant in this respect will make up for
I simple translation.” Because the “simple translation” phrase in paragraph 5 is not clear, as it may refer to the
filing certificate or to the entire priority document, including the specification, we recommend our clients to
provide a translation of the priority document when it not fully contained in the Brazilian application.

: - NO
Is issuance fee paid?
60 days + 30 days
ivss

Grant and issuance
of Letters Patent

NO

¢ No [ President rulef:l in

favor of the applicant?

Art. 39

Art. 53 Art. 52 Art. 51

Patentee’s
reply

6 months

. Filing of post-grant review by the
BRPTO or an interested party

Patentee and challenger
comment on technical opinion

Intermediary
Technical opinion

60 days
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